THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CHARLES C. NEGUS, ROBERT |. RUDKG
STEPHEN J. LI NHARES and STEPHEN M PEREZ

Appeal No. 95-4462
Appl i cation 08/ 190, 950

HEARD: APRIL 8, 1998

Bef ore McCANDLI SH, Senior Adm nistrative Patent Judge, STAAB
and McQUADE, Adm nistrative Patent Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection

of clainms 1-11, all the clainms pending in the application.

1 Application for patent filed February 3, 1994.
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Appel l ants’ invention pertains to a handpi ece for use
with a nmedical |aser system A basic understanding of the
i nvention can be derived froma reading of exenplary claim 1,
t he sol e i ndependent claimon appeal, which reads as foll ows:?
1. A handpi ece for a nedical |aser system conprising:

a barrel having a passage for transmtting a | aser
beam and

a contacting wall attached to one end of said
barrel, said wall including: an aperture in conmunication with
sai d passage in the barrel, a solid face extending radially
outward fromsaid aperture to the periphery of said contacting
wal |, and a knurled surface on said face for preventing
nmovenent of said contacting wall with respect to the heart
wal | [31 during surgery;

wherein said aperture has a dianmeter which is
substantially simlar to the dianeter of said passage; and

2 Subsequent to a new ground of rejection in the
exam ner’s answer, claim1l was anended by an “anendnent” found
within the body of the reply brief (Paper No. 11). W point
out, however, that the practice of using the reply brief in
lieu of a separate paper to anmend clains is inproper and
i nappropriate. See the |ast paragraph of MPEP 1208 and the
penul ti mate sentence of 37 CFR 8 1.193(b). Since the reply
brief includes on page 1 the handwitten note “Please Enter,”
and since the exam ner has responded in the suppl enental
exam ner’ s answer (Paper No. 12) in a manner which indicates
that the “amendnent” included in the reply brief has been
accepted, we will assume that the version of claim1l found on
pages 1 and 2 of the reply brief constitutes a correct copy of
appeal ed claim 1.

8 The term“the heart wall” | acks antecedent basis.
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wherein said periphery of said contacting wall has a
dianeter which is at least twice the dianeter of said aperture
in order to provide greater surface area over which to
di sperse the pressure inposed by said handpi ece on the heart
wall and to facilitate perpendicul ar alignnment of the
handpi ece with respect to the heart wall.

The references of record relied upon by the examner in

support of the rejections are:*

Pol | ock 1, 135, 465 Apr. 13,
1915
Sharon et al. (Sharon) 3,865,113 Feb. 11
1975
Vassiliadis et al. (Vassiliadis) 4,940, 411 Jul . 10,
1990

Clains 1-5 and 8-11 stand rejected under 35 U S.C. § 103
as bei ng unpatentable over Sharon in view of Pollock. dains
6 and 7 stand rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Sharon in view of Pollock and further in

view of Vassiliadis.?®

4 The exam ner inadvertently failed to include the
Vassiliadis reference in the list of references relied upon on
page 3 of the answer.

> These are new rejections made for the first tine in the
exam ner’s answer. In each instance, the exam ner no | onger
i ncludes the McFee reference (incorrectly denom nated “Fee” in
the final rejection) in support of the rejection. Since the
rejections in the final rejection relying in part on MFee
have not been restated in the exam ner’s answer, we presune

-3-



Appeal No. 95-4462
Appl i cation 08/ 190, 950

The rejections are explained in the exam ner’s answer
(Paper No. 10) and the suppl enental exam ner’s answer (Paper
No. 12).

The opposi ng viewpoi nts of appellants are set forth in
the brief (Paper No. 9) and the reply brief (Paper No. 11).

OPI NI ON

We have encountered substantial difficulty in
under standi ng precisely what is nmeant by certain claim
| anguage in the appealed clains. Qur difficulty centers on
the recitation added to claim1 subsequent to the final
rejection that the dianeter of the aperture “is substantially
simlar to” the dianeter of the passage in the barrel.

When words of degree such as “substantially simlar” are
used in a claim our reviewing court has directed us to | ook
to appellants’ specification to determne if it contains “sone
standard for neasuring that degree,” that is, whether one of
ordinary skill in the art would understand the scope or netes
and bounds of the clainmed subject matter when read in |ight of

the specification. See Seattle Box Co. v. Industrial Crating

that they have been wthdrawn. See Ex parte Emm 118 USPQ
180, 181 (Bd. App. 1957).
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& Packing, Inc., 731 F.2d 818, 826, 221 USPQ 568, 573-74 (Fed.
Cr. 1984).

In the present case, the question raised by appellants’
cl ai mlanguage is how far the dianeter of the aperture may
depart fromthe dianmeter of the passage in the barrel and yet
be considered “substantially simlar to” the barrel passage
dianeter. 1In |ooking to appellants’ specification for the
necessary gui dance, we find nothing therein that woul d
reasonably apprise one of ordinary skill in the art as to the
t hreshol d between those aperture dianeters that are “simlar

to” a given passage dianeter and those that are not, much | ess
those aperture dianeters that are “substantially simlar to” a
gi ven passage di aneter and those that are not. |In fact,
appel l ants’ specification gives no hint whatsoever as to the
degree to which the dianeter of the aperture may depart from
the di aneter of the passage and yet be consi dered
“substantially simlar” thereto.

Absent the necessary guidelines for making such a
determ nation, there is no way for us to determ ne the scope
of the clainmed subject matter with a reasonabl e degree of

precision for evaluating the possibility of infringenent and
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dom nance. See In re Hammack, 427 F.2d 1378, 1382, 166 USPQ
204, 208 (CCPA 1970).

VWhile we mght speculate as to what is neant by that
cl ai m |l anguage, our uncertainty provides us with no proper
basis for making the conparison between that which is clained
and the prior art as we are obligated to do. Rejections under
35 U.S.C. 8 103 should not be based upon *considerable
specul ation as to neaning of the terns enpl oyed and
assunptions as to the scope of such clains.” 1In re Steele,
305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962). Wen no
reasonably definite nmeaning can be ascribed to certain terns
in aclaim the subject matter does not becone obvi ous, but
rather the claimbecones indefinite. Inre WIlson, 424 F. 2d
1382, 1385, 165 USPQ 494, 496 (CCPA 1970). Accordingly, we
are constrained to reverse the examner’s rejections of the
appeal ed cl ai ns as bei ng unpatentable over the prior art. W
hasten to add that this is a procedural reversal rather than
one based upon the nerits of the rejections. W take no
position as to the pertinence of the prior art as applied by

the examner in his rejections.
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Pursuant to our authority under 37 CFR 1.196(b), we make
the foll ow ng new rejections.

Clainms 1-11 are rejected under 35 U. S.C. § 112, second
par agraph. For the reasons di scussed above, the appeal ed
clainms fail to particularly point out and distinctly claimthe
subj ect matter which appellants regard as the invention for
the reasons di scussed above. Specifically, we are unable to
determ ne with any reasonabl e degree of precision the netes
and bounds of the term nology “said aperture has a dianeter
which is substantially simlar to the dianeter of said
passage” appearing in claim1l.

Clainms 1-11 are also rejected under 35 U . S.C. § 112,
first paragraph, as being based on a specification that fails
to provide descriptive support for the invention as now
claimed. Qur difficulty with the claimlanguage with respect
to the description requirenent found in the first paragraph of
8 112 is based on the recitation added to claim1l subsequent
to the final rejection that the periphery of the contacting
wal | has a dianeter which is “at |east tw ce” the dianeter of
the aperture in the contacting wall.

As stated in In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ
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1089, 1096 (Fed. Cir. 1983) (citations omtted):

[t]he test for determ ning conpliance with the

witten description requirenent [found in the first

paragraph of 35 U.S.C. 8§ 112] is whether the

di scl osure of the application as originally filed

reasonably conveys to the artisan that the inventor

had possession at that tine of the later clained

subject matter, rather than the presence or absence

of literal support in the specification for the

cl ai ml anguage. The content of the draw ngs may

al so be considered in determ ning conpliance with

the witten description requirenent.

The requirenent that the dianeter of the periphery of the
contacting wall is “at |least twce” the dianeter of the
aperture in the wall enconpasses a range of ratios which
includes the ratio 2 as a lower limt, and which has no upper
limt. There is no support in the original disclosure for the
di aneter of the periphery of the contacting wall 32 being

twice the dianmeter of the aperture 26, as now covered by claim

1. Likewise, there is no support in the original disclosure
for the dianmeter of the periphery of the contacting wall 26

bei ng any diameter greater than tw ce the dianeter of the

aperture 26, as al so now covered
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by claim1l. Accordingly, appellants’ specification does not
provi de descriptive support for the claimlimtation in
questi on.

Wth respect to our new rejections, we have consi dered
the remarks found in appellants’ conmunication submtted Apri
17, 1998 (Paper No. 18), but do not find themto be persuasive
that the specification provides adequate support for the claim
| anguage i n question.

Summary

The standing rejections of the appeal ed cl ai m under
35 U.S.C. 8 103 are reversed on procedural grounds. W take
no position as to the pertinence of the prior art as applied
by the examiner in his rejections.

Pursuant to our authority under 37 CFR § 1.196(b), new
rejections of the appealed clains under 35 U . S.C. 8§ 112, first
and second paragraphs, have been nade.

The decision of the examiner is reversed.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
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37 CFR 8 1.196(b) provides that, “A new ground of rejection
shal |l not be considered final for purposes of judicial
revi ew.”

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI QN, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record.

No time period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
REVERSED, 37 CFR § 1.196(b)
HARRI SON E. McCANDLI SH )
Seni or Adm nistrative Patent Judge )

)
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BOARD OF PATENT
APPEALS AND
| NTERFERENCES

LAWRENCE J. STAAB
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

N N N N N N N N N
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